Remarks/Arguments 

Claims 1 to 20 are pending. Claims 8 to 10 have been withdrawn from 

consideration. Claims 1 , 3, 7 and 8 have been amended. New Claims 19 and 20 are drawn 

to the elected process invention. 

Claims 1 to 7 and 1 1 to 18 have been rejected in the subject Office Action. 

The Office Action stated: regarding the Restriction Requirement, that the election of 

group I, Claims 1 to 7, and 11 to 15, with traverse in the Paper filed June 1, 2009, is hereby 

acknowledged; that, however, no reason is given for the traversal; and that, therefore, the 

restriction is deemed proper and made final. 

The Office Action stated: that the following is a quotation of 35 U.S.C. 103(a) which 

forms the basis for the obviousness rejection set forth in this Office Action: 

(a) A patent may not be obtained though the invention is not identically 

disclosed or described as set forth in section 102 of this title, if the 

differences between the subject matter sought to be patented and the 

prior art are such that the subject matter as a whole would have been 

obvious at the time the invention was made to a person having ordinary 

skill in the art to which said subject matter pertains. Patentability shall 

not be negatived by the manner in which the invention was made. 

Claims 1 to 7, and 11 to 18 have been rejected under 35 U.S.C. 103(a) as being 

unpatentable over Staszak et al., EP 0 457 559 A2, in view of Sakaraba et al., Chem. 

Pharm. Bull., Vol. 43(5), (1995), pages 748 to 753; Okeda et al., EP 0 955 303 A2, and 

Antognazza et al., U.S. 5,907,045. Applicants traverse this rejection. 

The Supreme Court in its Graham decision required that the Patent Office resolve 

the level of ordinary skill in the pertinent. The level of ordinary skill in the art was not 

factually resolved in the record. Therefore, the obviousness rejection fails ab initio. 
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The Supreme Court in its Graham decision stated: 

"... Under § 103, ... ; and the level of ordinary skill In the pertinent art 

resolved. Against this background, the obviousness ornonobviousness of the 

subject matter is determined." [Page 467] 
Without the level of ordinary skill in the art determination, there can be no going forward to a 
determination of obviousness under Section - the necessary factual background for support 
is missing. The rejection does not contain the mandatory factual resolution of the level of 
ordinary skill in the pertinent art - hence, the obviousness rejection fails on this ground 
alone. Applicants' request a new nonfinal Office Action that complies with the Graham 
decision and Patent Office policy (i.e., factually resolves, in the record, the level of ordinary 
skill in the pertinent art). 

Patent Office policy is to follow the Graham decision. The MPEP (Rev., Aug. 2006) 

stated: 

"Office Policy is to follow Graham v. John Deere Co. in the consideration and 

determination of obviousness under 35 U.S.G. 103. As quoted above, the four 

factual inquiries enunciated therein as a background for the determining 

obviousness as follows: 

* * * 

(0) Resolving the level of ordinary skill in the pertinent art; ... . 
The Supreme Court reaffirmed and relied upon the Graham three pronged 
test in its consideration and determination of obviousness in the fact situations 
presented in ... [Emphasis Supplied] [Page 2100-116] 
Therefore, the rejection does not comply with Patent Office policy and is defective and fails 
on the ground alone. 

The Supreme Court's KSR decision stated 


"In Graham vJohn Deere Co, of Kansas City, 383 U.S. 1 (1966). the Court 

set out a framework for applying the the statutory language of ^ 103 The 

analysis is objectiye: 

Under § 103 . ... ; and the level of ordinary skill in the pertinent art resolyed. 

Against this background the obviousness or nonobviousness of the subiect 

matter is determined. ... . 
.... the factors continue to define the inouiry that controls. ... [Emphasis supplied] 
[Slip Opinion, Page 2] 
The KSR decision also shows that the obviousness rejection fails ab initio. 
MPEP 2142 (Rev. 6, Sept. 2007) states: 

"... . The examiner bears the initial burden of factually supporting any prima facie 
conclusion of obviousness. If the examiner does not produce a prima facie case, the 
examiner applicant is under no obligation to submit evidence of nonobviousness. " 
[Emphasis supplied] [Page 2100-127] 
There is not any resolution of the level of ordinary skill in the art in the record. There is not 
any framework of the three factual inquiries in the record. No showing of prima facie 
obviousness exists in the record, and none can exist based upon the present record, so 
applicant has no obligation to submit evidence of nonobviousness. 

In Section 2143, of the MPEP, involving the basis requirements of a prima facie case 
of obviousness, pages 2100-129, -130. -132, -133. -134, -136 and -138 state: 

" To reject a claim based on this rationale. Office personnel must resolve the 
Graham factual incuiries. Then . ... :"[Emphasis supplied] 
The level of ordinary skill in the art has not been resolved in the Office Action, so no 
showing of prima facie obviousness exists in the case at bar. Applicants request that the 
claims be allowed. 
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The Office Action stated: that applicants claim a process of making compounds of 
formula la and lb comprising hydrogenation of a salt of formula II. which is formed by 
reacting formula II with a carboxylic acid; and that the hydrogenation is performed in the 
presence of a complex comprising a transition metal and a disphosphine ligand as a 
catalyst. This summary of applicants' claimed process is incorrect. 

Applicants claim a process for the preparation of salt of a carboxylic acid with an 
aminoalcohol of formulae 1a and/or 1a. A salt of a carboxylic acid is asymmetrically 
hydrogenated with an aminoketone of fomnula II in the presence of a catalyst that is a 
transition metal of a diphosphine ligand. 

The Office Action stated that, regarding determination of the scope and content of 
the prior art (MPEP 2141.01). Staszak et al. teaches a similar process using HOI acid in the 
first step. Applicants disagree with this statement, besides it does not matter what the 
rejection references, singularly or in combination, disclose because the record does not 
show the mandatory resolution of the Graham factual inquiries. 

The Office Action stated: that Staszak et al. also teaches that carboxylic acids are 
applicable; and that applicants should see page 5, lines 2 to 7. The Office Action has not 
taken into consideration page 3, lines 8 to 19, of applicants' specification that eliminates the 
disclosure of Staszak et al. from directing to applicants' claimed invention. 

The Office Action stated that, regarding ascertainment of the difference between the 
prior art and the claims (MPEP 2141.02), the difference between the instant invention and 
that of the prior art is that the prior art uses LAH as the catalyst instead of a complex 
comprising a transition metal and a disphosdphine ligand. Applicants traverse this 
statement because Staszak et al, directs away from applicants' claimed invention. 

The Office Action stated that, regarding a finding of prima facie obviousness - 
rational and motivation (MPEP 2142.2413), however, the remaining prior arts listed above 
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teach catalysts comprising various disphosphine ligands and transition metals in 
enantioselective hydrogenation process of similar compounds. The secondary references 
are meaningless under Section 103(a) because catalytic activity is unpredictable, and 
applicants' process a new and different process from all of the rejection references in the 
combination of rejection references. 

The Office Action stated that applicants should see pages 748 to 750 of Sakaraba et 
al., pages 1 to 24 of Okeda et al.. and the abstract and col. 1 to 8 of Antognazza et al. 
These references are not relevant because they involve different processes and catalytic 
activity is unpredictable (so the bromide that absolute predictability is not necessary is 
meaningless where catalytic activity is involved). 

The Office Action has not provided a prima facie showing of obviousness (and not 
even a showing of obviousness). 

The Office Action stated that, therefore, the instant invention is prima facie obvious 
from the teachings of the prior arts. Applicants traverse this statement because it is clear 
that no showing of prima facie obviousness has been made in the record of this application. 
In fact, the opposite is the case. 

The Office Action stated that one of ordinary skill in the art would have known to use 
a complex comprising a transition metal and a disphosdphine ligand in any enantioselective 
hydrogenation process at the time this invention was made. Applicants traverse this 
statement because the Examiner is using mere forbidden hindsight, does not know any 
thing about one ordinarily skilled in the art (as the level of ordinary skill in the art has not 
been resolved in the record), is using mere speculation to try to support an invalid 
conclusion, etc. Also, the use of the word "any" has not been supported by the Examiner by 
evidence in the record. Applicants request that the Examiner place in the record his own 
declaration that includes whatever knowledge, training, scientific/technical information, or 
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any thing else that he asserts supports his statement. Applicants have the right to review it 
and oppose it, if such be the case. 

The Examiner has not specifically treated the dependent claims in detail, so 
applicants request that a new nonfinal Office Action that treats each dependent claim be 
issued. 

The Office Action stated that the choice of a specific disphosphine ligand and/or 
specific transition metal is an obvious modification available for the preference of an artisan. 
Applicants traverse this statement as being meaningless under Section 103(a). What is 
obvious to an "artisan" has nothing to do with Section 103(a). An "artisan" is the wrong 
standard. The standard is one ordinarily skilled in the art or even the ordinarily skilled 
artisan in the art. 

The Office Action stated that the motivation is from knowing that disphosphine 
ligands and transition metals are useful as enantioselective hydrogenation catalysts. 
Applicants traverse this statement. The Examiner has used the wrong standard, namely, an 
"artisan", so this statement on motivation is of no value under Section 103(a). Catalytic 
activity is unpredictable - the Examiner has not shown the unlikely universality of such wide 
expanse of compositions will have universal utility as such type of catalysts in any and all, 
or even some, such type of catalytic processes. Section 103(a) requires facts, not 
speculation. 

Withdrawal of the rejection is requested. 
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Reconsideration, reexamination and allowance of the claims within the elected 
invention are respectfully requested. 

Respectfully submitted, 
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«a .^le joint pretrial statement, that de- 
||;fendants "acted willfully and maliciously 
fe>i)r with indifference and disregard to 
Mi^my damage that plaintiffs might suf- 
Mvier*' from defendants' infringement of 
P%laintiffs* copyright. To sustain a claim 
p(;t6. punitive damages upon these grounds 
is it is necessaiy ^t the evidence estab- 
m.lisk "an intent to vex, annoy or injure" 
Jfe'fiGbmhos v: Ashe, 168 Cal.App.2d 517, 
Mr527) ; there must be "ill will on the part 
1;^ of the defendant, or his desire to do 
Sfeharm for the mere satisfaction of doing: 
li lt'' (14 Cal. Jur. 2d 810); " '* *.* it is 
fe.Itiie wrongful personal intention to 
Pdnjure that calls forth the penalty.'" 
mi (Wolfsen V. Hathaway, 32 Cal.2d 632, 
»k&ie47.648; Gruner v. Barber, 207 CaL 
p:'App.2d 64, 69.) The evidence in the 
M Jinstant case does not support imposition 
K of punitive damages under this rule. 
M The judgment against defendants Tur- 
^i;;ner and T & T Investment Corp. must 
W be reversed because (1) the evidence 
M !does not support the award of $5000 com- 
pS.pensatory damages; (2) any award of 
g; .damages should be linaited to detriment 
-caused by the copyright infringement 
% occuring before plaintiffs' general pub- 
^'^^ lication of their floor plan through the 
public showings of their Catalina Street 
' house and the sale of that house with- 
; out restriction as to the use of its floor 
^ ^lan; and (3) the edidence does not pur- 
port an award of punitive damages. 
The reasons for reversing the judg- 
R ment support the order of the trial 
^1 court granting defendant Fullmer a new 
3Mi jtrial. 

' The judgment is reversed, and the 
aw. :brder granting defendant Fullmer a new 
^< iri&\ is affirmed. All defendants to re- 


!covcr costs on appeal. 


• -^P-^ US I . 

Supreme Court of the United States 
G raham et al. v. John Deere Company 
'■ ^ OF Kansas City et aL; Calmar, 
Inc. v. Cook Chemical Company^; 
Colgate*Palmolive Company v. 

Same ' 


Nos. 11, 37, 43 Decided Feb. 21, 1966 
PATENTS 

1. Patentability— Invention— In general 
(§ 51.501) 

\ 1952 Patent Act was intended to co- 
dif V judicial precedents embracing prin- 
iciple announced in Hotchkiss v. Green- 


wood, 11 How. 248; while clear lan- 
guage of section 103 places emphasis 
on inquiry into obviousness, general 
level of innovation necessary to sus- 
tain patentability remains the same. 

2. Patent grant— In general (§ 50.01) 
Federal patent power stems from Ar- 
ticle I, Section 8 of Constitution, which 
is both a grant of power and a limi- 
tation; this qualified authority is lim- 
ited to promotion of advances in useful 
arts; in exercise of patent power. Con- 
gress may not overreach restraints im- 
posed by constitutional purpose, nor 
may it enlarge patent monopoly with- 
out regard to the innovation, advance- 
ment, or social benefit gained thereby; 
Congress may not authorize issuance 
of patents whose effects are to remove 
existent knowledge from public domain 
or to restrict free access to materials 
already available; innovation, advance- 
ment, and things which add to sum of 
useful knowledge are inherent requisites 
in patent system which must promote 
progress of useful a:rt3; this is standard 
expressed in Constitution and it may 
not be ignored; within limits of consti- 
tutional grant, Congress may select 
policy which in its judgment best effec- 
tuates the constitutional aim; within 
scope established by Constitution, Con- 
gress may set out conditions and tests 
for patentability; it is duty of Commis- 
sioner of Patents and courts in admin- 
istration of patent system to give ef- 
fect to constitutional standard by ap- 
propriate application of statutory ischeme 
of Congress. 

3. Patent grant— In general (§50.01) 
Underlying policy of patent system 

is that benefit to public from the thing 
patented must outweigh restrictive ef- 
fect of limited patent monopoly. 

4. Patentability— Anticipation— In g«i- 

eral (§ 51.201) 
Patentability— Invention— In general 
(§ 51.501) 

Patentability— Utility (§ 51.75) 
Under 1952 Patent Act, patentability 
is dependent upon novelty, utility, and 
nonobviousness. 

5. Patentability — Invention — In general 

(§51.501) 

Patentability — Tests of — Flash <^f 
genius (§ 51.705) 

Section 103 of 1952 Patent Act is a 
statutory expression of an additional 
requirement (nonobviousness) for pat- 
entability, originally expressed in 
Hotchkiss V. Greenwood, 11 How. 248; 
by last sentence, Congress intended to 
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abolish test it believed Supreme Court 
announced in "flash of genius" phrase 
Cuno V. Automatic, 314 U.S. 84. 61 
USPQ 272; actually, "flash of genius" 
was mere rhetorical restatement that 
requirement that subject matter sought 
to be patented must be beyond skill of 
the calling; it was the device, not the 
mvention. that had to reveal "flash of 
creative genius." 

^* '**(^§ 51^501)^ — Invention — In general 

36 U.S.C. 103 was not intended by 
Congress to change general level of 
patentable invention, but was intended 
merely as a codification of judicial prec- 
edents embracing the Hotchkiss (11 
How. 248) condition, with congressional 
directions that inquiries into obvious- 
ness of subject matter sought to be 
Pj^^tented are a prerequisite to patenta- 

^ '^^^l gj^gj'j'^^^*"^^^®^*^®" — general 

Additional condition (nonobviousness) 
in 35 U.S.C. 103, when followed realis- 
tically, permits a more practical test of 
patentability; emphasis on nonobvious- 
ness IS one of inquiry, not quality, and, 
as such, comports with constitutional 
strictures. 

8. Patentability— Evidence of— Commer- 
cial success — In general (§ 51.4551) 

Patentability — Evidence of — Delay 
and failure of others to produce 
invention (§ 51.459) 


GraJiam v, John Deere Co, of Kansas City 
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Patentability— Invention— In general 
(§ 51.501) 

Patentability — Invention — Law or 

fact question (§51.507) 
While ultimate ques tion of patent 
n LHv^ii^ law - condition m MR 

rnnditiona^ each ( ^f whiVh must be satis - 
llfid>^ lends itself to several hAgjp fn7>- 
tua.1 innuiries! un^i>r ^ction"10a. scSd^ 
and content of prior art are to be de- 
termined, differences between prior art 
and claims are to be ascertained, and 
level nf nrHln5.T^Y |^ the pertin'eBt 

.ArL,Xfi &pIved; against this baclcgrounii; 
JihsiQ3j ^33jsd subject matter" is det^ 
"^iTIPo; such secondary considerations 
as commercial success, long felt but un- 
solved needs, failure of others, etc., 
might be utilized to give light to cir- 
cumstances surrounding origin of sub- 
ject matter sought to be patented; as 
indicia of obviousness, these inquiries 
may have relevancy. 

9. Abandonment — Disclosure without 
claiming (§10.7) 

Feature disclosed in patent drawings 


and specification, but not claimed there- 
in, became public property. 

10. PatentabiUty— Tests of— In ffe&eral 

(§ 51.701) 

Patentability must be determined by 
consideration of subject matter souirht 
to be patented taken as a whole. 

11. Construction of specification and 
claims— By Patent Office proceed- i 
mgs— In general (§22.151) ? 

Construction of specification and 

claims— By prior art (§ 22.20) 
Construction of specification and 
(§2230)^'^*"* defines invention^ 
Invention is construed not only in t 
light of claims, but also with reference 
to i»e wrapper or prosecution history ^ 
in Patent Office; claims as allowed ! 
must be read and interpreted with ref - : 
erence to rejected ones and to state of f 
prior art; claims that have been nar^ 
rowed in order to obtain issuance of t 
patent by distinguishing prior art can- I 
not be sustained to cover that which % 
was previously by limitation eliminated 
irom patent. ^ 

12. Patentability — Evidence of — Com- 
mercial success— In general (§ 5t- > 
4551) ^• 

Patentability— Evidence of— D e I a y 
and failure of others to produce in* 
vention (§51.459) 
Legal inferences or subtests (long- ^ 
felt need, commercial success) focus at- 
tention on economic and motivational 
rather than technical issues and are < 
therefore, more susceptible to judicial^;, 
treatment than are technical facts often • 
present in patent litigation; they may ^ 
aid judiciary and may serve to guard ( 
against slipping into hindsight and to t 
resist temptation to read into prior art % 
the teachings of invention in issue: :^ 
however, they do not tip scales of pat^ 
entabihty where differences from prior ? 
art were rendered apparent by prior v 
patent before unsuccessful attempts to ' 
solve problem; it is irrelevant that no i 
one chose to avail himself of knowledge 4 
stored in Patent Office and make a ^ 
patent search. 

Particular patents — Plow Clamp * 

• 2,627,798, Graham, Clamp for Vibrat- 

'""f l/jfJ^Q^Q"^' ^ 2 invalid. ; 

2,870,943, Scoggin Pump-Type Liquid ' 
Sprayer Haying Hold-down Cap, eUms % 

1 and 2 invalid. ' ^ 


On writ of certiorari to Court of Ap* f 
Eighth Circuit; 142 USPI^ t 

Action by William T. Graham and 


148 USPQ 


GrtUiam v. John Deere Co. of Kanaaa City 
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lowed realistically, will permit a more 
practical test of patentability. The em- 
phasis on nonobviousness is one of in- 
quiry, not quality and, as such, com- 
ports with the constitutional strictures. 

[8] While the ultimate question of 
patent validity is one of law, A. & P. 
Tea Co. v. Supermarket Corp., supra, at 
155, 87 USPQ at 307, the §103 condi- 
tion, which is but one oi tnree condi- 
tions, each of which must be satisfied, 
lends its elf to fieveral basic factual in- 
jaities^ Xlqfler ^ ii>it tne scope and con- 
tent of the prior art are to be de- 
termined; differences between the prior 
art and the claims at issue are to be 
ascertained; and the level of ordi nary 
a^l L in the pernnent art res^olvea .^ 
Agains^this narl cgir^imd the obvious- 
ness or nonobviousness of the suEjecT 


matter is deter mined. SucK secondary 
consiaeranons as <55Tnmercial success, 
long felt but unsolved needs, failure of 
others, etc., might be utilized to give 
light to the circumstances surrounding 
the origin of the subject matter sought 
to be patented. As indicia of obviousness 
or nonobviousness, these inquiries may 
have relevancy. See Note, Subtests of 
Nonobviousness," 112 U. Pa. L. Rev. 
1169 (1964). 

This is not to say, however, that there 
will not be . difficulties in applying the 
nonobviousness test. What is obvious is 
not a question upon which there is 
hkely to hie uniformity of thought in 
every given factual context. The dif- 
ficulties, however, are comparable to 
those encountered daily by the courts in 
such frames of reference as negligence 
and scienter, and should be amenable to 
a case-by-case development. We believe 
that strict observiihce of tKe 
^ents -J**"— i>'^'— — 


^-^- - ^Taid down here will result in that 
"^mformity an3 33initiveness which 
Congress called for in the 1952 Act. 

While we have focused attention on 
the appropriate standiard to be applied 
by the courts, it must be remembered 
that the primary responsibility for sift- 
ing out unpatentable material lies in the 
Patent Office, To await litigation is— 
for all practical purposes-^to debilitate 
the patent system. We have observed a 
notorious difference between the stand- 
ards applied by the Patent Office and 
by the courts. While many reasons can 
be adduced to explain the discrepancy, 
one may well be the free rein often 
exercised by examiners in their use of 
the concept of "invention." In this con- 
nection we note that the Patent Office 
IS confronted with a most difficult task. 
Almost 100,000 applications for patents 
are filed each year. Of these, about 
50,000 are granted with the result that 
the backlog now runs well over 200,000. 


United States Patent Office, Index of 
Patents, p. 1123 (1963). This is itself a 
compelling reason for the Commissioner 
to strictly adhere to the 1952 Act as 
interpreted here. This would we believei 
not only expedite disposition but bring 
about a closer concurrence between ad- 
ministrative and judicial precedent.10 

Although we conclude here that the 
inquiry which the Patent Office and the 
courts must make as to patentability 
miast be beamed with greaiter intensity 
on the requirements of § 103, it* bears 
repeating that we find no change in the 
general strictness with which the over- 
all test is to be applied. We have been 
urged to find in § 103 a relaxed stand- 
ard, supposedly a congressional reac- 
tion to the "increased standard" applied 
by this Court in its decisions over the 
last 20 or 30 years. The standard has 
remained invariable in this Court. Tech- 
nology, however, has advanced — and 
with remarkable rapidity in the last 50 
years. Moreover the ambit of applicable 
art in given fields of science haS Wid'eh^ 
by disciplines unheard of a half-ientury 
ago. It is but ah evenhandeci' application 
to require those persons granted the 
benefit of a patent monopoly be charged 
with an awareness of these changed con- 
ditions. The same is true of the less 
technical, but still useful arts. He who 
seeks to build a better mousetrap today 
has a long path to tread before reach- 
mg the Patent Office. 

VI. 

We now turn to the application of the 
conditions found necessary for patent- 
ability to the cases involved here: 

A. The patent in issue in No. 11, 
Graham v. John Deere Co. 
This patent, No. 2,627,798 (herein- 
after called the 798 patent) relates to a 
spring clamp which permits plow 
shanks to be pushed upward when they 
hit obstructions in the soil, and then 
springs the shanks back into normal 
position when the obstruction is passed 
over. The device, which we show dia- 
grammatically in the accompanying 
sketches (Appendix, Fig. 1), is fixed to 
the plow frame as a unit. The mechan- 
ism around which the controversy 
centers is basically a hinge. The top 

10 The President has appointed a Com- 
mission on the Patent System. Executive 
Order No. 11215. 30 Fed. Reg. 4661 (April 
10. 1965). It is hoped that its studies may 
develop more efficient administrative pro- 
cedures and techniques that will further 
expedite dispositions and at the same 
time insiu-e the strict application of an- 
propriate tests of patentabUity. 
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MANUAL OF PATENT EXAMINING PROCEDURE 


(A) a process of genetically altering or otherwise 
inducing a single- or multi-celled organism to- 

(i) express an exogenous nucleotide sequence, 

(ii) inhibit, eliminate, augment, or alter expression 
of an endogenous nucleotide sequence, or 

(iii) express a specific physiological characteristic 
not naturally associated with said organism; 

(B) cell fusion procedures yielding a cell line that 
expresses a specific protein, such as a monoclonal antibody; and 

(C) a method of using a product produced by a process 
defined by subparagraph (A) or (B), or a combination of subpara- 
graphs (A) and (B). 

•*> 

(cXl) Subject matter developed by another person, which 
qualifies as prior art only under one or more of subsections (e), (0, 
and (g) of section 102 of this title, shall not preclude patentability 
under this section where the subject matter and the claimed inven- 
tion were, at the time the claimed invention was made, owned by 
the same person or subject to an obligation of assignment to the 
same person. 

(2) For purposes of this subsection, subject matter devel- 
oped by another person and a claimed invention shall be deemed 
to have been owned by the same person or subject to an obligation 
of assignment to the same person if — 

(A) the claimed invention was made by or on behalf of 
parties to a Joint research agreement that was in effect on or before 
the date the claimed invention was made; 

(B) the claimed invention was made as a resuh of 
activities undertaken within the scope of the joint research agree- 
ment; and 

(C) the application for patent for the claimed invention 
discloses or is amended to disclose the names of the parties to the 
joint research agreement. 

(3) For purposes of paragraph (2), the term "joint 
research agreement" means a written contract, grant, or coopera- 
tive agreement entered into by two or more persons or entities for 
the performance of experimental, developmental, or research 
work in the field of the claimed invention.< 


L < STANDARD OF PATENTABILITY TO 
BE APPLIED IN OBVIOUSNESS REJEC- 
TIONS 

Patent examiners carry the responsibility of maki ng 
sure that the st andard of patentability enunciated by 
^the S>upreme Court and by^the Congress is applied in 
each and every case. The'Supreme Court m (Jraham u 
John Deere. 383 U.S. 1, 148 USPQ 459 (1966), 
stated: 


Under § 103, the scope and content of the prior art are 
to be determined; differences between the prior art and the 
claims at issue are to be ascertained; and the level of ordi- 
nary skill in the pertinent art resolved. Against this back- 
ground, the obviousness or nonobviousness of the subject 


matter is determined. Such secondary considerations as 
commercial success, long felt but unsolved needs, failure 
of others, etc.. might be utilized to give light to the cir- 
cumstances surrounding the origih of the subject matter 
sought to be patented. As indicia of obviousness or non- 
obviousness, these inquires may have relevancy. . . 

This in not to say, however, that there will not be diffi- 
culties in applying the nonobviousness test What is obvi- 
ous is not a question upon which there is likely to be 
uniformity of thought in every given factual context The 
difficulties, however, are comparable to those encoimtered 
daily by the courts in such frames of reference as negli- 
gence and scienter, and should be amenable to a case-by- 
case development. We believe that strict observance of the 
requirements laid down here will result in that uniformity 
and defmitiveness which Congress called for in the 1952 
Act. 

OfTice policy is to follow Graham v. John Deere 
Co, in the consideration and determination of obvi-^ 
ousness und^r 1^ U.S.C 10^ Ar q uoted above.lK e 
four fac tual inquires enunciated therein as a ba^ - 
proun d^for determin ing nhyimisness are a s follows: 

(A) Determining the scope and contents of the 
prior art; 

(B) Ascertaining the differraces between the 
prior art and the claims in issue; 

( r\ Resolving the leve> of ordinary skill in the 
pertinent art; and 

(D) Evaluating evidence of secondaiy consider- 
ations. 

The Supreme Court reaffirmed and relied upon the 
G raham three pronged tesTin its consideration an3 
determination of ob viousness in the fact sit uation s 
presented in Sakraida u Ag Pro, Inc., 425 U.S. 273, 
189 USPQ 449, reh'g denied, 426 U.S. 955 (1976) 
and Anderson i-Black Rock, Inc. v. Pavement Salvage 
Co., 396 U.S. 57, 163 USPQ 673 (1969). In each ca$e, 
the Court discussed whether the claimed combina- 
tions produced a "new or different function" and a 
"synergistic result,'* but it clearly decided whether the 
claimed inventions were nonobviousness on the basis 
of the three-way test in Graham. Nowhere in its deci- 
sions in these cases does the Court state that the "new 
or different function" and "synergistic result" tests 
supersede a finding of nonobvious or obviousness 
under the Graham test. 

Accordingly, examiners should apply the test for 
patentability under 35 U.S.C. 103 set forth in Gra- 
ham. See below for a detailed discussion of each of 
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To control a conventional automobile's speed, the driver depresses or 
releases the gas pedal, which interacts with the throttle via a cable or 
other mechanical link. Because the pedal's position in the footwell 
normally cannot be adjusted, a driver wishing to be closer or farther 
firom it must either reposition himself in the seat or move the seat, 
both of which can be imperfect solutions for smaller drivers in cars 
with deep footwells. This prompted inventors to design and patent 
pedals that could be adjusted to change their locations. The Asano 
patent reveals a support structure whereby, when the pedal location 
is adjusted, one of the pedal's pivot points stays fixed. Asano is also 
designed so that the force necessary to depress the pedal is the same 
regardless of location adjustments. The Redding patent reveals a dif- 
ferent, sliding mechanism where both the pedal and the pivot point 
are adjusted. 

In newer cars, computer-controlled throttles do not operate through 
force transferred (rom the pedal by a mechanical link, but open and 
close valves in response to electronic signals. For the computer to 
know what is happening with the pedal, an electronic sensor must 
translate the mechanical operation into digital data. Inventors had 
obtained a number of patents for such sensors. The so-called '936 
patent taught that it was preferable to detect the pedal's position in 
the pedal mechanism, not in the engine, so the patent disclosed a 
pedal with an electronic sensor on a pivot point in the pedal assem- 
bly. The Smith patent taught that to prevent the wires connecting 
the sensor to the computer from chafing and wearing out, the sensor 
should be put on a fixed part of the pedal assembly rather than in or 
on the pedal's footpad. Inventors had also patented self-contained 
modular sensors, which can be taken off the shelf and attached to any 
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mechanical pedal to allow it to function with a computer-controlled 
throttle. The '068 patent disclosed one such sensor. Chevrolet also 
manufactured trucks using modular sensors attached to the pedal 
support bracket, adjacent to the pedal and engaged with the pivot 
shaft about which the pedal rotates. Other patents disclose elec- 
tronic sensors attached to adjustable pedal assemblies. For example, 
the Rixon patent locates the sensor in the pedal footpad, but is known 
for wire chafing. 

After petitioner KSR developed an adjustable pedal system for cars 
with cable-actuated throttles and obtained its '976 patent for the de- 
sign, General Motors Corporation (CMC) chose KSR to supply ad- 
justable pedal systems for trucks using computer -controlled throttles. 
To make the '976 pedal compatible with the trucks, KSR added a 
modular sensor to its design. Respondents (Teleflex) hold the exclu- 
sive license for the Engelgau patent, claim 4 of which discloses a posi- 
tion-adjustable pedal assembly with an electronic pedal position sen- 
8or attached a fixed pivot point. Despite having denied a similar, 
broader claim, the U. S. Patent and Trademark Office (PTO) had al- 
lowed claim 4 because it included the limitation of a fixed pivot posi- 
tion, which distinguished the design firom Redding's. Asano was nei- 
ther included among the Engelgau patent's prior art references nor 
mentioned in the patent's prosecution, and the PTO did not have be- 
fore it an adjustable pedal with a fixed pivot point. After learning of 
KSR's design for GMC, Telefiex sued for infiringement, asserting that 
KSR's pedal system infringed the Engelgau patent's claim 4. KSR 
countered that claim 4 was invalid under §103 of the Patent Act, 
which forbids issuance of a patent when "the differences between the 
subject matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the time 
the invention was made to a person having ordinary skill in the art." 

Graham John Deere Co, of Kansas City, 383 U. S. 1, 17-18, se t 
put an objective analysis for applying fjioa: "ll^ihe Rrnpp and mnt^i^f 
of the prior art are . . . determined; differences between the prior art 
and the claims at issue are . . . ascertained; and the level of ordinary 
skill in the pertinent art resolved. Apainst this background the obvi - 
ousness or nonobviousness of the subject matter is determined. Such 
secondary considerations as commercial success, long felt but un- 
solved needs, failure of others, etc., might be utilized to give light to 
the circumstances surrounding the origin of the subject matter 
sought to be patented." While the sequence of these questions might 
be reordered in any particular case, thefac^flt g define the controlling 
inquiry. However, seeking to resolve the obviousness question with' 
more uniformity and consistency, the Federal Circuit has employed a 
''teaching, suggestion, or motivation" (TSM) test, under which a pat- 
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Justice Kennedy delivered the opinion of the Court. 

Teleflex Incorporated and its subsidiary Technology 
Holding Company — both referred to here as Teleflex — 
sued KSR International Company for patent infringement. 
The patent at issue, United States Patent No. 6,237>565 
Bl, is entitled "Adjustable Pedal Assembly With Elec- 
tronic Throttle Control." Supplemental App. 1. The pat- 
entee is Steven J. Engelgau, and the patent is referred to 
as *the Engelgau patent." Teleflex holds the exclusive 
license to the patent. 

Claim 4 of the Engelgau patent describes a mechanism 
for combining an electronic sensor with an adjustable 
automobile pedal so the pedal's position can be transmit- 
ted to a computer that controls the throttle in the vehicle*8 
engine. When Teleflex accused KSR of infringing the 
Engelgau patent by adding an electronic sensor to one of 
KSR*s previously designed pedals, KSR countered that 
claim 4 was invalid under the Patent Act, 35 U. S. C. §103, 
because its subject matter was obvious. 

Section 103 forbids issuance of a patent when "the 
differences between the subject matter sought to be pat- 
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ented and the prior art are such that the subject matter as 
a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to 
which said subject matter pertains." 

In Graham v. John Deere Co. of Kansas City, 383 U> S. 1 
(19 66). the Uourt set out a framework for applying the 
statutory language of §103. la n^age it self based on the 
logic of the earlier decision in Hotchkiss v. GreenwoodTVL 
How.^48 (1861). and its progeny. See 383 U. S., at 15-17. 
The analysis is objective : 

^Under §103. the scope and content of the prior art are 
to be determined; differences between the prior art 
and the claims at issue are to be aacertained; and the 
level of ordinary skill in the pertinent art resolved. 
Against this background the obviousness or nonobvi* 
ousnesa^ the subject matter is determined^ Such 
secondary considerations as commercial aucceaa, long 
felt but unsolved needs, failure of others, etc., might 
be utilized to give light to the circumstances sur- 
rounding the origin of the subject matter sought to be 
patented." Id., at 17-18. 

While the sequence of these questions might be reordered 
in any particular case, the factors continue to define the 
inquiry that controls. If a court, or patent examiner, 
conducts this analysis and concludes the claimed subject 
matter was obvious, the claim is invalid imder §103. 

Seeking to resolve the question of obviousness with 
more uniformity and consistency, the Court of Appeals for 
the Federal Circuit has employed an approach referred to 
by the parties as the ''teaching, suggestion, or motivation" 
test (TSM test), under which a patent claim is only proved 
obvious if ''some motivation or suggestion to combine the 
prior art teachings" can be found in the prior art, the 
nature of the problem, or the knowledge of a person hav* 
ing ordinary skill in the art. See, e.g., Al-Site Corp. v. VSI 
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1656 (Fed. Cir, 2004)(holcling that a drawing made by 
an engineer that was not prior art may nonetheless "be 
used to demonstrate a motivation to combine implicit 
in the knowledge of one of ordinary skill in the art")« 
> 

IL < SPECIFYING A PARTICULAR LEVEL 
OF SKILL IS NOT NECESSARY WHERE 
THE PRIOR ART ITSELF REFLECTS AN 
APPROPRIATE LEVEL 

If the only facts of record pertaining to the level of 
skill in the art are found within the prior art of record, 
the court has held that an invention may be held to 
have been obvious without a specific finding of a par- 
ticular level of skill where the prior art itself reflects 
an appropriate level. Chore-rime Equipment, Inc. v. 
Cumberland Corp.. 713 F.2d 774, 218 USPQ 673 
(Fed. Cir. 1983). See also Okajima v. Bourdeau, 261 
F.3d 1350, 1355, 59 USPQ2d 1795, 1797 (Fed. Cir. 
2001). 
> 

IIL < ASCERTAINING LEVEL OF ORDI- 
NARY SKILL IS NECESSARY TO MAIN- 
TAIN OBJECTIVITY 

"The importance of resolving the level of ordinary 
skill in the art lies in the necessity of maintaining 
objectivity in the obviousness inquiry/' Ryko Mfg. Co. 
V. Nu-SiaK Inc., 950 F.2d 714, 718, 21 USPQ2d 1053, 
1057 (Fed. Cir. 1991). The examiner must ascertain 
what would have been obvious to one of ordinary skill 
in the art at the time the invention was made, and not 
to the inventor, a judge, a layman, those skilled in 
remote arts, or to geniuses in the art at hand. Environ- 
mental Designs, Ltd. V. Union Oil Ca, 713 F.2d 693, 
218 USPQ 865 (Fed. Cir. 1983), cert, denied, 464 
U.S. 1043(1984). 

2142 Legal Concept of Prima Facie 
(!? bvIousnesslit-6j 

The legal concept of prima facie obviousness is a 
procedural tool of examination which applies broadly 
to all arts. It allocates who has the burden of going 
forward with production of evidence in each step of 
the examination process. See In re Rinehart, 53 1 F.2d 
1048. 189 USPQ 143 (CCPA 1976); In re Linter, 458 
F.2d 1013, 173 USPQ 560 (CCPA 1972); In re Saun- 


ders, 444 F.2d 599, 170 USPQ 213 (CCPA 1971); In 
re Tiffin, 443 F.2d 394, 170 USPQ 88 (CCPA 1971), 
amended, 448 F.2d 791, 171 USPQ 294 (CCPA 
1971); In re Warner, 379 F.2d 1011, 154 USPQ 173 
(CCPA 1967), cert, denied, 389 U.S. 1057 (1968). 
The examiner bears the initial burden of factually sup- 
porting any prima facie conclusion of obviousness^ 
Oie exammer does not p rnduce a prima facie caseTme 
ap plicant is under no obligation to submit evidence of 
nonobviousness. If, however, the examiner does pro- 
duce a prima facie case, the burden of coming for- 
ward with evidence or arguments shifts to the 
applicant who may submit additional evidence of 
nonobviousness, such as comparative test data show- 
ing that the claimed invention possesses improved 
properties not expected by the prior art. The initial 
evaluation of prima facie obviousness thus relieves 
both the examiner and applicant from evaluating evi- 
dence beyond the prior art and the evidence in the 
specification as filed until the art has been shown to 
♦>render obvious< the claimed invention. 

To reach a proper determination under 35 U.S.C. 
103, the examiner must step backward in time and 
into the shoes worn by the hypothetical "person of 
ordinary skill in the art" when the invention was 
unknown and just before it was made. In view of all 
factual information, the examiner must then make a 
determination whether the claimed invention "as a 
whole" would have been obvious at that time to that 
person. Knowledge of applicant's disclosure must be 
put aside in reaching this determination, yet kept in 
mind in order to determine the "differences," conduct 
the search and evaluate the "subject matter as a 
whole" of the invention. The tendency to resort to 
"hindsight" based upon applicant's disclosure is often 
difficult to avoid due to the very nature of the exami- 
nation process. However, impermissible hindsight 
must be avoided and the legal conclusion must be 
reached on the basis of the facts gleaned from the 
prior art. 

ESTABLISHING A PR/MA FACIE CASE OF OB- 
VIOUSNESS 

**>The key to supporting any rejection under 35 
U.S.C. 103 is the clear articulation of the reason(s) 
why the claimed invention would have been obvious. 
The Supreme Court in KSR International Co. v. Tele- 
flex Inc., 550 U.S. , . 82 USPQ2d 1385. 1396 
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(2007) noted that the analysis supporting a rejection 
under 35 U.S.C. 103 should be made explicit. The 
Federal Circuit has stated that "rejections on obvious- 
ness cannot be sustained with mere conclusory state- 
ments; instead, there must be some articulated 
reasoning with some rational underpinning to support 
the legal conclusion of obviousness.'* In re Kahn, 441 
F.3d 977, 988, 78 USPQ2d 1329, 1336 (Fed. Cir 

2006). See also KSR, 550 U.S. at ,82 USPQ2d 

at 1396 (quoting Federal Circuit statement with 
approval). < 

If the examiner determines there is factual support 
for rejecting the claimed invention under 35 U.S.C. 
103, the examiner must then consider any evidence 
supporting the patentability of the claimed invention, 
such as any evidence in the specification or any other 
evidence submitted by the applicant. The ultimate 
determination of patentability is based on the entire 
record, by a preponderance of evidence, with due con- 
sideration to the persuasiveness of any arguments and 
any secondary evidence. In re Oetikery 977 F.2d 1443, 
24 USPQ2d 1443 (Fed. Cir. 1992). The legal standard 
of "a preponderance of evidence" requires the evi- 
dence to be more convincing than the evidence which 
is offered in opposition to it. With regard to rejections 
under 35 U.S.C. 103, the examiner must provide evi- 
dence which as a whole shows that the legal determi- 
nation sought to be proved (i.e., the reference 
teachings establish a prima facie case of obviousness) 
is more probable than not. 

When an applicant submits evidence, whether in 
the specification as originally filed or in reply to a 
rejection, the examiner must reconsider the patent- 
ability of the claimed invention. The decision on pat- 
entability must be made based upon consideration of 
all the evidence, including the evidence submitted by 
the examiner and the evidence submitted by the appli- 
cant. A decision to make or maintain a rejection in the 
face of all the evidence must show that it was based 
on the totality of the evidence. Facts established by 
rebuttal evidence must be evaluated along with the 
facts on which the conclusion of obviousness was 
reached, not against the conclusion itself. In re Eli 
Lilly iSc Co., 902 R2d 943, 14 USPQ2d 1741 (Fed. Cir. 
1990). 

See In re Piasecki, 745 F.2d 1468, 223 USPQ 785 
(Fed. Cir. 1984) for a discussion of the proper roles of 
the examiner's prima facie case and applicant's rebut- 


tal evidence in the final determination of obviousness. 
See MPEP § 706.020) for a discussion of the proper 
contents of a rejection under 35 U.S.C. 103. 

2143 >£xainples of< Basic Requirements 
of a Prima Facie Case of Obvious- 
ness 

♦*>The Supreme Court in KSR International Co, 

V. Teleflexlnc, 550 U.S. , , 82 USPQ2d 1385, 

1 395-97 (2007) identified a number of rationales to 
support a conclusion of obviousness which are consis- 
tent with the proper "functional approach" to the 
determination of obviousness as laid down in Gra- 
ham, The key to supporting any rejection under 35 
U.S.C. 103 is the clear articulation of the reason(s) 
why the claimed invention would have been obvious. 
The Supreme Court in KSR noted that the analysis 
supporting a rejection under 35 U.S.C. 103 should be 
made explicit. 

EXEMPLARY RATIONALES 

Exemplary rationales that may support a conclu- 
sion of obviousness include: 

(A) Combining prior art elements according to 
known methods to yield predictable results; 

(B) Simple substitution of one known element for 
another to obtain predictable results; 

(C) Use of knov^^ technique to improve similar 
devices (methods, or products) in the same way; 

(D) Applying a known technique to a known 
device (method, or product) ready for improvement to 
yield predictable results; 

(E) ^'Obvious to try" - choosing from a finite 
number of identified, predictable solutions, with a 
reasonable expectation of success; 

(F) Known work in one field of endeavor may 
prompt variations of it for use in either the same field 
or a different one based on design incentives or other 
market forces if the variations are predictable to one 
of ordinary skill in the art; 

(G) Some teaching, suggestion, or motivation in 
the prior art that would have led one of ordinary skill 
to modify the prior art reference or to combine prior 
art reference teachings to arrive at the claimed inven- 
tion. 


Rev. 6. Sept. 2007 


2100-128 


PATENTABILITY 


Note that the list of rationales provided is not 
intended to be an all-inclusive list. Other rationales to 
support a conclusion of obviousness may be relied 
upon by Office personnel. 

The subsections below include discussions of each 
rationale along with examples illustrating how the 
cited rationales may be used to support a finding of 
obviousness. The cases cited (from which the facts 
were derived) may not necessarily stand for the prop- 
osition that the particular rationale is the basis for the 
court's holding of obviousness. Note that, in some 
instances, a single case is used in different subsections 
to illustrate the use of more than one rationale to sup- 
port a finding of obviousness. It will often be the case 
that, once the Graham inquiries have been satisfacto- 
rily resolved, a conclusion of obviousness may be 
supported by more than one line of reasoning. 

A, Combining Prior Art Elements According to 
Known Methods To Yield Predictable Results 

To reject a daim based on this rationale, Office 
personnel must resolve the Graham factual inquiries. 
Then, Office personnel must articulate the following: 

(1) a finding that the prior art included each ele- 
ment claimed, although not necessarily in a single 
prior art reference, with the only difference between 
the claimed invention and the prior art being the lack 
of actual combination of the elements in a single prior 
art reference; 

(2) a finding that one of ordinary skill in the art 
could have combined the elements as claimed by 
known methods, and that in combination, each ele- 
ment merely performs the same function as it does 
separately; 

(3) a finding that one of ordinary skill in the art 
would have recognized that the results of the combi- 
nation were predictable; and 

(4) whatever additional findings based on the 
Graham factual inquiries may be necessary, in view 
of the facts of the case under consideration, to explain 
a conclusion of obviousness. 

The rationale to support a conclusion that the 
claim would have been obvious is that all the claimed 
elements were known in the prior art and one skilled 
in the art could have combined the elements as 
claimed by known methods with no change in their 
respective functions, and the combination yielded 
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nothing more than predictable results to one of ordi- 
nary skill in the art. KSR. 550 U.S. at , 82 USPQ2d 

at 1395; Sakraida v. AG Pro, Inc., 425 U.S. 273, 282, 
189 USPQ 449, 453 (1976); Anderson 's-Black Rock, 
Inc, V. Pavement Salvage Co., 396 U.S. 57, 62-63, 163 
USPQ 673, 675 (1969); Great Atlantic & R Tea Co. v. 
Supermarket Equipment Corp., 340 U.S. 147, 152. 87 
USPQ 303, 306 (1950). "[l]t can be important to iden- 
tify a reason that would have prompted a person of 
ordinary skill in the relevant field to combine the ele- 
ments in the way the claimed new invention does." 

KSR, 550 U.S. at , 82 USPQ2d at 1396. If any of 

these findings cannot be made, then this rationale can- 
not be used to support a conclusion that the claim 
would have been obvious to one of ordinary skill in 
the art. 

Example 1: 

The claimed invention in Anderson 's-Black Rock, 
Inc. V. Pavement Salvage Co., 396 U.S. 57, 163 
USPQ 673 (1969) was a paving machine which 
combined several well-known elements onto a sin- 
gle chassis. Standard prior art paving machines 
typically combined equipment for spreading and 
shaping asphalt onto a single chassis. The patent 
claim included the well-known element of a radi- 
ant-heat burner attached to the side of the paver for 
the purpose of preventing cold joints during con- 
tinuous strip paving. The prior art used radiant 
heat for softening the asphalt to make patches, but 
did not use radiant heat burners to achieve continu- 
ous strip paving. All of the component parts were 
known in the prior art. The only difference was the 
combination of the "old elements*' into a single 
device by mounting them on a single chassis. The 
Court found that the operation of the heater was in 
no way dependent on the operation of the other 
equipment, and that a separate heater could also be 
used in conjunction with a standard paving 
machine to achieve the same results. The Court 
concluded that "[t]he convenience of putting the 
burner together with the other elements in one 
machine, though perhaps a matter of great conve- 
nience, did not produce a 'new' or 'different func- 
tion'" and that to those skilled in the art the use of 
the old elements in combination would have been 
obvious. Id. at 60. 163 USPQ at 674. 
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Note that combining known prior art elements is 
not sufficient to render the claimed invention obvi- 
ous if the results would not have been predictable 
to one of ordinary skill in the art. United States u 
Adams, 383 U.S. 39, 51-52, 148 USPQ 479, 483- 
84 (1966). In Adams, the claimed invention was to 
a battery with one magnesium electrode and one 
cuprous chloride electrode that could be stored dry 
and activated by the addition of plain water or salt 
water. Although magnesium and cuprous chloride 
were individually known battery components, the 
Court concluded that the claimed battery was non- 
obvious. The Court stated that "[djespite the fact 
that each of the elements of the Adams battery was 
well known in the prior art, to combine them as did 
Adams required that a person reasonably skilled in 
the prior art must ignore'* the teaching away of the 
prior art that such batteries were impractical and 
that water-activated batteries were successful only 
when combined with electrolytes detrimental to 
the use of magnesium electrodes. Id. at 42-43, 50- 
52, 148 USPQ at 480, 483. "When the prior art 
teaches away from combining certain known ele- 
ments, discovery of successful means of combin- 
ing them is more likely to be nonobvious."/uS/?, 
550 U.S. at , 82 USPQ2d at 1 395. 

Example 2: 

The claimed invention in Ruiz v. AB Chance Co., 
357 F.3d 1270, 69 USPQ2d 1686 (Fed. Cir. 2004) 
was directed to a system which employs a screw 
anchor for underpinning existing foundations and 
a metal bracket to transfer the building load onto 
the screw anchor. The prior art (Fuller) used screw 
anchors for underpinning existing structural foun- 
dations. Fuller used a concrete haunch to transfer 
the load of the foundation to the screw anchor. The 
prior art (Gregory) used a push pier for underpin- 
ning existing structural foundations. Gregory 
taught a method of transferring load using a 
bracket, specifically: a metal bracket transfers the 
foundation load to the push pier. The pier is driven 
into the ground to support the load. Neither refer- 
ence showed the two elements of the claimed 
invention - screw anchor and metal bracket - used 
together. The court found that "artisans knew that 
a foundation underpinning system requires a 


means of connecting the foundation to the load- 
bearing member." /c/. at 1276, 69 USPQ2dat 1691. 

The nature of the problem to be solved - underpin- 
ning unstable foundations - as well as the need to 
connect the member to the foundation to accom- 
plish this goal, would have led one of ordinary 
skill in the art to choose an appropriate load bear- 
ing member and a compatible attachment. There- 
fore, it would have been obvious to use a metal 
bracket (as shown in Gregory) in combination with 
the screw anchor (as shown in Fuller) to underpin 
unstable foundations. 

B. Simple Substitution of One Known Element 
for Another To Obtain Predictable Results 

To reiect a claim based on this rationale. Office 
person nel must resolve the Graham factual inquiries. 
1 hen, Utllce personnel must articulate the following: 

(1 ) a finding that the prior art contained a device 
(method, product, etc.) which differed from the 
claimed device by the substitution of some compo- 
nents (step, element, etc.) with other components; 

(2) a finding that the substituted components and 
their functions were known in the art; 

(3) a finding that one of ordinary skill in the art 
could have substituted one known element for 
another, and the results of the substitution would have 
been predictable; and 

(4) whatever additional findings based on the 
Graham factual inquiries may be necessary, in view 
of the facts of the case under consideration, to explain 
a conclusion of obviousness. 

The rationale to support a conclusion that the claim 
would have been obvious is that the substitution of 
one known element for another yields predictable 
results to one of ordinary skill in the art. If any of 
these findings cannot be made, then this rationale can- 
not be used to support a conclusion that the claim 
would have been obvious to one of ordinary skill in 
the art. 

Example 1: 

The claimed invention in In re Font, 675 F.2d 297, 
213 USPQ 532 (CCPA 1982) was directed to a 
method for decaffeinating coffee or tea. The prior 
art (Pagliaro) method produced a decaffeinated 
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vegetable material and trapped the caffeine in a 
fatty material (such as oil). The caffeine was then 
removed from the fatty material by an aqueous 
extraction process. Applicant (Fout) substituted an 
evaporative distillation step for the aqueous 
extraction step. The prior art (Waterman) sus- 
pended coffee in oil and then directly distilled the 
caffeine through the oil. The court found that 
"[b]ecause both Pagliaro and Waterman teach a 
method for separating caffeine from oil, it would 
have been prima facie obvious to substitute one 
method for the other. Express suggestion to substi- 
tute one equivalent for another need not be present 
to render such substitution obvious."/^, at 301, 
213USPQat536. 

Example 2: 

The invention in In re OTarrell, 853 F,2d 894, 
7 USPQ2d 1673 (Fed. Cir. 1988) was directed to a 
method for synthesizing a protein in a transformed 
bacterial host species by substituting a heterolo- 
gous gene for a gene native to the host species. 
Generally speaking, protein synthesis in vivo fol- 
lowed the path of DNA to RNA to protein. 
Although the prior art Polisky article (authored by 
two of the three inventors of the application) had 
explicitly suggested employing the method 
described for protein synthesis, the inserted heter- 
ologous gene exemplified in the article was one 
that normally did not proceed all the way to the 
protein production step, but instead terminated 
with the RNA. A second reference to Bahl had 
described a general method of inserting chemically 
synthesized DNA into a plasmid. Thus, it would 
have been obvious to one of ordinary skill in the 
art to replace the prior art gene with another gene 
known to lead to protein production, because one 
of ordinary skill in the art would have been able to 
carry out such a substitution, and the results were 
reasonably predictable. 

In response to applicant's argument that there had 
been significant unpredictability in the field of 
molecular biology at the time of the invention, the 
court stated that the level of skill was quite high 
and that the teachings of Polisky, even taken alone, 
contained detailed enabling methodology and 


included the suggestion that the modification 
would be successful for synthesis of proteins. 

This is not a situation where the rejection is a state- 
ment that it would have been "obvious to try" 
without more. Here there was a reasonable expec- 
tation of success. "Obviousness does not require 
absolute predictability of success." Id, at 903, 
7USPQ2dat 1681. 

Example 3: 

The fact pattern in Ruiz v AB Chance Co., 357 
F3d 1270, 69 USPQ2d 1686 (Fed. Cir. 2004) is 
set forth above in Example 2 in subsection A. 

The prior art showed differing load-bearing mem- 
bers and differing means of attaching the founda- 
tion to the member. Therefore, it would have been 
obvious to one of ordinary skill in the art to substi- 
tute the metal bracket taught in Gregory for 
Fuller^s concrete haunch for the predictable result 
of transferring the load. 

Example 4: 

The claimed invention in Ex parte Smiths 83 
USPQ2d 1 509 (Bd. Pat. App. & Int. 2007), was a 
pocket insert for a bound book made by gluing a 
base sheet and a pocket sheet of paper together to 
form a continuous two-ply seam defining a closed 
pocket. The prior art ( Wyant) disclosed at least one 
pocket formed by folding a single sheet and secur- 
ing the folder portions along the inside margins 
using any convenient bonding method. The prior 
art (Wyant) did not disclose bonding the sheets to 
form a continuous two-ply seam. The prior art 
(Dick) disclosed a pocket that is made by stitching 
or otherwise securing two sheets along three of its 
four edges to define a closed pocket with an open- 
ing along its fourth edge. 

In considering the teachings of Wyant and Dick, 
the Board "found that (1) each of the claimed ele- 
ments is found within the scope and content of the 
prior art; (2) one of ordinary skill in the art could 
have combined the elements as claimed by meth- 
ods known at the time the invention was made; and 
(3) one of ordinary skill in the art would have rec- 
ognized at the time the invention was made that 


2100-13! 


Rev. 6, Sept. 2007 


MANUAL OF PATENT EXAMINING PROCEDURE 


2143 

the capabilities or functions of the combination 
were predictable." Citing KSR, the Board con- 
cluded that "[t]he substitution of the continuous, 
two-ply seam of Dick for the folded seam of 
Wyant thus is no more than the simple substitution 
of one known element for another or the mere 
application of a known technique to a piece of 
prior art ready for improvement. 

C. Use of Known Technique To Improve Similar 
Devices (Methods, or Products) in the Same 
Way 

To r eject a claim based on this rationale, Office per- 
so nnel must resolvethe Graham factual inquiries. 
Then, Office personnel must articulate the following: 

(1) a finding that the prior art contained a "base" 
device (method, or product) upon which the claimed 
invention can be seen as an "improvement;" 

(2) a finding that the prior art contained a "com- 
parable" device (method, or product that is not the 
same as the base device) that has been improved in 
the same way as the claimed invention; 

(3) a finding that one of ordinary skill in the art 
could have applied the known ^'improvement" tech- 
nique in the same way to the "base" device (method, 
or product) and the results would have been predict- 
able to one of ordinary skill in the art; and 

(4) whatever additional findings based on the 
Graham factual inquiries may be necessary, in view 
of the facts of the case under consideration, to explain 
a conclusion of obviousness. 

The rationale to support a conclusion that the claim 
would have been obvious is that a method of enhanc- 
ing a particular class of devices (methods, or prod- 
ucts) has been made part of the ordinary capabilities 
of one skilled in the art based upon the teaching of 
such improvement in other situations. One of ordinary 
skill in the art would have been capable of applying 
this known method of enhancement to a "base" device 
(method, or product) in the prior art and the results 
would have been predictable to one of ordinary skill 
in the art. The Supreme Court in KSR noted that if the 
actual application of the technique would have been 
beyond the skill of one of ordinary skill in the art, then 
using the technique would not have been obvious. 

KSR, 550 U.S. at , 82 USPQ2d at 1396, If any of 

these findings cannot be made, then this rationale can- 


not be used to support a conclusion that the claim 
would have been obvious to one of ordinary skill in 
the art. 

Example 1: 

The claimed invention in In re Nilssen, 851 F.2d 
1401, 7 USP02d 1500 (Fed. Cir. 1988) was 
directed to a "means by which the self-oscillating 
inverter in a power-line-operated inverter-type flu- 
orescent lamp ballast is disabled in case the output 
current from the inverter exceeds some pre-estab- 
lished threshold level for more than a very brief 
period." Id, at 1402, 7 USPQ2d at 1501 That is, the 
current output was monitored, and if the current 
output exceeded some threshold for a specified 
short time, an actuation signal was sent and the 
inverter was disabled to protect it from damage. 
The prior art (a USSR certificate) described a 
device for protecting an inverter circuit in an 
undisclosed manner via a control means. The 
device indicated the high-load condition by way of 
the control means, but did not indicate the specific 
manner of overload protection. The prior art 
(Kammiller) disclosed disabling the inverter in the 
event of a high- load current condition in order to 
protect the inverter circuit. That is, the overioad 
protection was achieved by disabling the inverter 
by means of a cutoff switch. 

The court found "it would have been obvious to 
one of ordinary skill in the art to use the threshold 
signal produced in the USSR device to actuate a 
cutoff switch to render the inverter inoperative as 
taught by Kammiller." Id, at 1403, 7 USPQ2d at 
1 502. That is, using the known technique of a cut- 
off switch for protecting a circuit to provide the 
protection desired in the inverter circuit of the 
USSR document would have been obvious to one 
of ordinary skill. 

Example 2: 

The fact pattern in Ruiz v. AB Chance Co. 357 F.3d 
1270, 69 USPQ2d 1686 (Fed. Cir. 2004) is set 
forth above in Example 2 in subsection A. 

The nature of the problem to be solved may lead 
inventors to look at references relating to possible 
solutions to that problem. Id, at 1277, 69 USPQ2d 
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at 1691. Therefore, it would have been obvious to 
use a metal bracket (as shown in Gregory) with the 
screw anchor (as shown in Fuller) to underpin 
unstable foundations. 

D. Applying a Known Technique to a Known 
Device (Method, or Product) Ready for 
Improvement To Yield Predictable Results 

To reject a claim based on thjs rationale, Office per- 
sonnel mus t resolve the Grafeom factual inquiries. 
Then, Office personnel must articulate the following:' 

(1) a finding that the prior art contained a "base'' 
device (method, or product) upon which the claimed 
invention can be seen as an "improvement;" 

(2) a finding that the prior art contained a known 
technique that is applicable to the base device 
(method, or product); 

(3) a finding that one of ordinary skill in the art 
would have recognized that applying the known tech- 
nique would have yielded predictable results and 
resulted in an improved system; and 

(4) whatever additional findings based on the 
Graham factual inquiries may be necessary, in view 
of the facts of the case under consideration, to explain 
a conclusion of obviousness. 

The rationale to support a conclusion that the claim 
would have been obvious is that a particular known 
technique was recognized as part of the ordinary capa- 
bilities of one skilled in the art. One of ordinary skill 
in the art would have been capable of applying this 
known technique to a known device (method, or prod- 
uct) that was ready for improvement and the results 
would have been predictable to one of ordinary skill 
in the art. If any of these findings cannot be made, 
then this rationale cannot be used to support a conclu- 
sion that the claim would have been obvious to one of 
ordinary skill in the art. 

Example 1: 

The claimed invention in Dann v. Johnston, 425 
U.S. 219, 189 USPQ 257 (1976) was directed 
towards a system (i.e., computer) for automatic 
record keeping of bank checks and deposits. In this 
system, a customer would put a numerical cate- 
gory code on each check or deposit slip. The check 
processing system would record these on the check 
in magnetic ink, just as it does for amount and 


account information. With this system in place, the 
bank can provide statements to customers that are 
broken down to give subtotals for each category. 
The claimed system also allowed the bank to print 
reports according to a style requested by the cus- 
tomer. As characterized by the Court, "[u]nder 
respondent's invention, then, a general purpose 
computer is programmed to provide bank custom- 
ers with an individualized and categorized break- 
down of their transactions during the period in 
question." Id, at 222, 1 89 USPQ at 259. 

BASE SYSTEM - The nature of the use of data 
processing equipment and computer software in 
the banking industry was that banks routinely did 
much of the record-keeping automatically. In rou- 
tine check processing, the system read any mag- 
netic ink characters identifying the account and 
routing. The system also read the amount of the 
check and then printed that value in a designated 
area of the check. The check was then sent through 
a further data processing step which used the mag- 
netic ink information to generate the appropriate 
records for transactions and for posting to the 
appropriate accounts. These systems included gen- 
erating periodic statements for each account, such 
as the monthly statement sent to checking account 
customers. 

IMPROVED SYSTEM - The claimed invention 
supplemented this system by recording a category 
code which can then be utilized to track expendi- 
tures by category. Again, the category code will be 
a number recorded on the check (or deposit slip) 
which will be read, converted into a magnetic ink 
imprint, and then processed in the data system to 
include the category code. This enabled reporting 
of data by category as opposed to only allowing 
reporting by account number. 

KNOWN TECHNIQUE - This is an application 
of a technique from the prior art - the use of 
account numbers (generally used to track an indi- 
vidual's total transactions) to solve the problem of 
how to track categories of expenditures to more 
finely account for a budget. That is, account num- 
bers (identifying data capable of processing in the 
automatic data processing system) were used to 
distinguish between diflferent customers. Further- 
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more, banks have long segregated debits attribut- 
able to service charges within any given separate 
account and have rendered their customers subto- 
tals for those charges. Previously, one would have 
needed to set up separate accounts for each cate- 
gory and thus receive separate reports. Supple- 
menting the account information with additional 
digits (the category codes) solved the problem by 
effectively creating a single account that can be 
treated as distinct accounts for tracking and report- 
ing services. That is, the category code merely 
allowed what might previously have been separate 
accounts to be handled as a single account, but 
with a number of sub-accounts indicated in the 
report. 

The basic technique of putting indicia on data 
which then enabled standard sorting, searching, 
and reporting yielded no more than the predictable 
outcome which one of ordinary skill would have 
expected to achieve with this common tool of the 
trade and was therefore an obvious expedient. The 
Court held that "[tjhe gap between the prior art and 
respondent's system is simply not so great as to 
render the system nonobvious to one reasonably 
skilled in the art."W. at 230, 1 89 USPQ at 26 1 . 

Example 2: 

The fact pattern in In re Nilssen. 85 1 F.2d 1 40 U 7 
USPQ2d 1500 (Fed. Cir. 1988) is set forth above 
in Example 1 in subsection C. 

The court found "it would have been obvious to 
one of ordinary skill in the art to use the threshold 
signal produced in the USSR device to actuate a 
cutoff switch to render the inverter inoperative as 
taught by Kammiller." Id. at 1403, 7 USPQ2d at 
1502. The known technique of using a cutoff 
switch would have predictably resulted in protect- 
ing the inverter circuit. Therefore, it would have 
been within the skill of the ordinary artisan to use a 
cutoff switch in response to the actuation signal to 
protect the inverter. 


£, "Obvious To Try" - Choosing From a Finite 
Number of Identified, Predictable Solutions, 
With a Reasonable Expectation of Success 

To reiect a claim based on this rationale. Office 
personnel must resol ve the Graham factual inquiries^ 
Then, OflTice personnel must articulate the following: 

(1) a finding that at the time of the invention, 
there had been a recognized problem or need in the 
art, which may include a design need or market pres- 
sure to solve a problem; 

(2) a finding that there had been a finite number 
of identified, predictable potential solutions to the rec- 
ognized need or problem; 

(3) a finding that one of ordinary skill in the art 
could have pursued the known potential solutions 
with a reasonable expectation of success; and 

(4) whatever additional findings based on the 
Graham factual inquiries may be necessary, in view 
of the facts of the case under consideration, to explain 
a conclusion of obviousness. 

The rationale to support a conclusion that the claim 
would have been obvious is that "a person of ordinary 
skill has good reason to pursue the known options 
within his or her technical grasp. If this leads to the 
anticipated success, it is likely that product [was] not 
of innovation but of ordinary skill and common sense. 
In that instance the fact that a combination was obvi- 
ous to try might show that it was obvious under § 

mrKSR, 550 U,S. at , 82 USPQ2d at 1397. If 

any of these findings cannot be made, then this ratio- 
nale cannot be used to support a conclusion that the 
claim would have been obvious to one of ordinary 
skill in the art. 

Example 1: 

The claimed invention in Pfizer, Inc. v. Apotex, 
Inc., 480 F.3d 1348, 82 USPQ2d 1321 (Fed. Cir. 
2007) was directed to the amlodipine besylate drug 
product, which is commercially sold in tablet form 
in the United States under the trademark Nor- 
vasc®. At the time of the invention, amlodipine 
was known as was the use of besylate anions. 
Amlodipine was known to have the same thera- 
peutic properties as were being claimed for the 
amlodipine besylate but Pfizer discovered that the 
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besylate form had better manufacturing properties 
(e.g., reduced "stickiness")- 

Pfizer argued that the results of forming amlo- 
dipine besylate would have been unpredictable and 
therefore nonobvious. The court rejected the 
notion that unpredictability could be equated with 
nonobviousness here, because there were only a 
finite number (53) of pharmaceutically acceptable 
salts to be tested for improved properties. 

The court found that one of ordinary skill in the art 
having problems with the machinability of amlo- 
dipine would have looked to forming a salt of the 
compound and would have been able to narrow the 
group of potential salt-formers to a group of 53 
anions known to form pharmaceutically acceptable 
salts, which would be an acceptable number to 
form "a reasonable expectation of success." 

Example 2: 

The claimed invention in Alza Corp. v. Mylart Lab- 
oratories. Inc., 464 F.3d 1286, 80 USPQ2d 1001 
(Fed. Cir. 2006) was drawn to sustained-release 
formulations of the drug oxybutynin in which the 
drug is released at a specified rate over a 24-hour 
period. Oxybutynin was known to be highly water- 
soluble, and the specification had pointed out that 
development of sustained-release formulations of 
such drugs presented particular problems. 

A prior art patent to Morella had taught sustained- 
release compositions of highly water-soluble 
drugs, as exemplified by a sustained-release for- 
mulation of morphine. Morella had also identified 
oxybutynin as belonging to the class of highly 
water-soluble drugs. The Baichwal prior art patent 
had taught a sustained-release formulation of oxy- 
butynin that had a different release rate than the 
claimed invention. Finally, the Wong prior art 
patent had taught a generally applicable method 
for delivery of drugs over a 24-hour period. 
Although Wong mentioned applicability of the dis- 
closed method to several categories of drugs to 
which oxybutynin belonged, Wong did not specifi- 
cally mention its applicability to oxybutynin. 

The court found that because the absorption prop- 
erties of oxybutynin would have been reasonably 


predictable at the time of the invention, there 
would have been a reasonable expectation of suc- 
cessful development of a sustained-release formu- 
lation of oxybutynin as claimed. The prior art, as 
evidenced by the specification, had recognized the 
obstacles to be overcome in development of sus- 
tained-release formulations of highly water-solu- 
ble drugs, and had suggested a finite number of 
ways to overcome these obstacles. The claims 
were obvious because it would have been obvious 
to try the known methods for formulating sus- 
tained-release compositions, with a reasonable 
expectation of success. The court was not swayed 
by arguments of a lack of absolute predictability. 

Example 3: 

The claimed invention in Ex parte Kubin^ 83 
USPQ2d 1410 (Bd. Pat. App. & Int. 2007), was an 
isolated nucleic acid molecule. The claim stated 
that the nucleic acid encoded a particular polypep- 
tide. The encoded polypeptide was identified in 
the claim by its partially specified sequence, and 
by its ability to bind to a specified protein. 

A prior art patent to Valiante taught the polypep- 
tide encoded by the claimed nucleic acid, but did 
not disclose either the sequence of the polypeptide, 
or the claimed isolated nucleic acid molecule. 
However, Valiante did disclose that by employing 
conventional methods such as those disclosed by a 
prior art laboratory manual by Sambrook, the 
sequence of the polypeptide could be determined, 
and the nucleic acid molecule could be isolated. In 
view of Valiante's disclosure of the polypeptide, 
and of routine prior art methods for sequencing the 
polypeptide and isolating the nucleic acid mole- 
cule, the Board found that a person of ordinary 
skill in the art would have had a reasonable expec- 
tation that a nucleic acid molecule within the 
claimed scope could have been successfully 
obtained. 

Relying on In re Deuel, 51 F.3d 1552, 34 USPQ2d 
1210 (Fed. Cir. 1 995), appellant argued that it was 
improper for the Office to use the polypeptide of 
the Valiante patent together with the methods 
described in Sambrook to reject a claim drawn to a 
specific nucleic acid molecule without providing a 
reference showing or suggesting a structurally 
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similar nucleic acid molecule. Citing KSR, the 
Board stated that "when there is motivation to 
solve a problem and there are a finite number of 
identified, predictable solutions, a person of ordi- 
nary skill has good reason to pursue the known 
options within his or her technical grasp. If this 
leads to anticipated success, it is likely the product 
not of innovation but of ordinary skill and com- 
mon sense." The Board noted that the problem fac- 
ing those in the art was to isolate a specific nucleic 
acid, and there were a limited number of methods 
available to do so. The Board concluded that the 
skilled artisan would have had reason to try these 
methods with the reasonable expectation that at 
least one would be successful. Thus, isolating the 
specific nucleic acid molecule claimed was *nhe 
product not of innovation but of ordinary skill and 
common sense." 

E Known Work in One Field of Endeavor May 
Prompt Variations of It for Use in Either the 
Same Field or a Different One Based on 
Design Incentives or Other Market Forces if 
the Variations Are Predictable to One of 
Ordinary Skill in the Art 

To reject a claim based on this rationale. Office per- 
sonnel must resolve the Uraham tactual inquiries. 
Then, Office personnel must articulate the following: 

(1) a finding that the scope and content of the 
prior art, whether in the same field of endeavor as that 
of the applicant's invention or a different field of 
endeavor, included a similar or analogous device 
(method, or product); 

(2) a finding that there were design incentives or 
market forces which would have prompted adaptation 
of the known device (method, or product); 

(3) a finding that the differences between the 
claimed invention and the prior art were encompassed 
in known variations or in a principle known in the 
prior art; 

(4) a finding that one of ordinary skill in the art, 
in view of the identified design incentives or other 
market forces, could have implemented the claimed 
variation of the prior art, and the claimed variation 
would have been predictable to one of ordinary skill 
in the art; and 


(5) whatever additional findings based on the 
Graham factual inquiries may be necessary, in view 
of the facts of the case under consideration, to explain 
a conclusion of obviousness. 

The rationale to support a conclusion that the 
claimed invention would have been obvious is that 
design incentives or other market forces could have 
prompted one of ordinary skill in the art to vary the 
prior art in a predictable manner to result in the 
claimed invention. If any of these findings cannot be 
made, then this rationale cannot be used to support a 
conclusion that the claim would have been obvious to 
one of ordinary skill in the art. 

Example 1: 

The fact pattern in Dann v. Johnston, 425 U.S. 
219, 189 USPQ 257 (1976) is set forth above in 
Example 1 in subsection D. 

The Court found that the problem addressed by 
applicant - the need to give more detailed break- 
down by a category of transactions - was closely 
analogous to the task of keeping track of the trans- 
action files of individual business units. Id. at 229, 
1 89 USPQ at 261 . Thus, an artisan in the data pro- 
cessing area would have recognized the similar 
class of problem and the known solutions of the 
prior art and it would have been well within the 
ordinary skill level to implement the system in the 
different environment. The Court held that **[t]he 
gap between the prior art and respondent's system 
is simply not so great as to render the system non- 
obvious to one reasonably skilled in the art." Id, at 
230, 189 USPQ at 26 1. 

Example 2: 

The claimed invention in Leapfrog Enterprises, 
Inc. V, Fisher-Price, Inc., 485 F.3d 1157, 82 
USPQ2d 1687 (Fed. Cir. 2007) was directed to a 
learning device to help young children read pho- 
netically. The claim read as follows: 

An interactive learning device, comprising: 

a housing including a plurality of switches; 
a sound production device in communication with 
the switches and including a processor and a mem- 
ory; 
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at least one depiction of a sequence of letters, each 
letter being associable with a switch; and 
a reader configured to communicate the identity of 
the depiction to the processor, 

wherein selection of a depicted letter activates an 
associated switch to communicate with the proces- 
sor, causing the sound production device to gener- 
ate a signal corresponding to a sound associated 
with the selected letter, the sound being deter- 
mined by a position of the letter in the sequence of 
letter. 

The court concluded that the claimed invention 
would have been obvious in view of the combina- 
tion of two pieces of prior art, (I) Bevan (which 
showed an electro-mechanical toy for phonetic 
learning), (2) the Super Speak & Read device 
(SSR) (an electronic reading toy), and the knowl- 
edge of one of ordinary skill in the art. 

The court made clear that there was no technologi- 
cal advance beyond the skill shown in the SSR 
device. The court stated that "one of ordinary skill 
in the art of children's learning toys would have 
found it obvious to combine the Bevan device with 
the SSR to update it using modern electronic com- 
ponents in order to gain the commonly understood 
benefits of such adaptation, such as decreased size, 
increased reliability, simplified operation, and 
reduced cost. While the SSR only permits genera- 
tion of a sound corresponding to the first letter of a 
word, it does so using electronic means. The com- 
bination is thus the adaptation of an old idea or 
invention (Bevan) using newer technology that is 
commonly available and understood in the art (the 
SSR).*' 

The court found that the claimed invention was but 
a variation on already known children's toys. This 
variation presented no nonobvious advance over 
other toys. The court made clear that there was no 
technological advance beyond the skill shown in 
the SSR device. The court found that "[a]ccomo- 
dating a prior art mechanical device that accom- 
plishes that goal to modern electronics would have 
been reasonably obvious to one of ordinary skill in 
designing children's learning devices. Applying 


modern electronics to older mechanical devices 
has been commonplace in recent years." 

Example 3: 

The claimed invention in KSR International Co. v. 

Teleflex Inc.. 550 U.S. . 82 USPQ2d 1385 

(2007) was an adjustable pedal assembly with a 
fixed pivot point and an electronic pedal-position 
sensor attached to the assembly support. The fixed 
pivot point meant that the pivot was not changed 
as the pedal was adjusted. The placement of the 
sensor on the assembly support kept the sensor 
fixed while the pedal was adjusted. 

Conventional gas pedals operated by a mechanical 
link which adjusted the throttle based on the travel 
of the pedal from a set position. The throttle con- 
trolled the combustion process and the available 
power generated by the engine. Newer cars used 
computer controlled throttles in which a sensor 
detected the motion of the pedal and sent signals to 
the engine to adjust the throttle accordingly. At the 
time of the invention, the marketplace provided a 
strong incentive to convert mechanical pedals to 
electronic pedals, and the prior art taught a number 
of methods for doing so. The prior art (Asano) 
taught an adjustable pedal with a fixed pivot point 
with mechanical throttle control. The prior art 
(^936 patent to Byler) taught an electronic pedal 
sensor which was placed on a pivot point in the 
pedal assembly and that it was preferable to detect 
the pedal's position in the pedal mechanism rather 
than in the engine. The prior art (Smith) taught that 
to prevent the wires connecting the sensor to the 
computer from chafing and wearing out, the sensor 
should be put on a fixed part of the pedal assembly 
rather than in or on the pedal's footpad. The prior 
art (Rixon) taught an adjustable pedal assembly 
(sensor in the footpad) with an electronic sensor 
for throttle control. There was no prior art elec- 
tronic throttle control that was combined with a 
pedal assembly which kept the pivot point fixed 
when adjusting the pedal. 

The Court stated that "[tjhe proper question to 
have asked was whether a pedal designer of ordi- 
nary skill, facing the wide range of needs created 
by developments in the field of endeavor, would 
have seen a benefit to upgrading Asano with a sen- 
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son" Id. at , 82 USP02d at 1399. The Court 

found that technological developments in the auto- 
motive design would have prompted a designer to 
upgrade Asano with an electronic sensor. The next 
question was where to attach the sensor. Based on 
the prior art, a designer would have known to 
place the sensor on a nonmoving part of the pedal 
structure and the most obvious nonmoving point 
on the structure from which a sensor can easily 
detect the pedal's position was a pivot point. The 
Court concluded that it would have been obvious 
to upgrade Asano's fixed pivot point adjustable 
pedal by replacing the mechanical assembly for 
throttle control with an electronic throttle control 
and to mount the electronic sensor on the pedal 
support structure. 

Example 4: 

The claimed invention in Ex parte Catan. 83 
USPQ2d 1568 (bd. Pat. App. & Int. 2007), was a 
consumer electronics device using bioauthentica- 
tion to authorize sub-users of an authorized credit 
account to place orders over a communication net- 
' work up to a pre-set maximum sub-credit limit. 

The prior art G^akano) disclosed a consumer elec- 
tronics device like the claimed invention, except 
that security was provided by a password authen- 
tication device rather than a bioauthentication 
device. The prior art (Harada) disclosed that the 
use of a bioauthentication device (fingerprint sen- 
sor) on a consumer electronics device (remote con- 
trol) to provide bioauthentication information 
(fingerprint) was known in the prior art at the time 
of the invention. The prior art (Dethloflf) also dis- 
closed that it was known in the art at the time of 
the invention to substitute bioauthentication for 
PIN authentication to enable a user to access credit 
via a consumer electronics device. 

The Board found that the prior art "shows that one 
of ordinary skill in the consumer electronic device 
art at the time of the invention would have been 
familiar with using bioauthentication information 
interchangeably with or in lieu of PINs to authen- 
ticate users." The Board concluded that one of 
ordinary skill in the art of consumer electronic 
devices would have found it obvious to update the 
prior art password device with the modern bioau- 


thentication component and thereby gain, predict- 
ably, the commonly understood benefits of such 
adaptation, that is, a secure and reliable authentica- 
tion procedure. 

(G) Some Teachings Suggestion, or Motivation in 
the Prior Art That Would Have Led One of 
Ordinary Skill To Modify the Prior Art 
Reference or To Combine Prior Art Reference 
Teachings To Arrive at the Claimed Invention 

To reject a claim based on this rationale. Office 
personnel must resolv e the Graham factual inquiries. 
Then, Ottice personnel must articulate the tollowing: 

(1) a finding that there was some teaching, sug- 
gestion, or motivation, either in the references them- 
selves or in the knowledge generally available to one 
of ordinary skill in the art, to modify the reference or 
to combine reference teachings; 

(2) a finding that there was reasonable expecta- 
tion of success; and 

(3) whatever additional findings based on the 
Graham factual inquiries may be necessary, in view 
of the facts of the case under consideration, to explain 
a conclusion of obviousness. 

The rationale to support a conclusion that the claim 
would have been obvious is that "a person of ordinary 
skill in the art would have been motivated to combine 
the prior art to achieve the claimed invention and that 
there would have been a rea sonable expectation of 
success." DyStar Textilfarben GmbH & Co. Deut- 
schland KG v. C.H. Patrick Co., 464 F.3d 1356, 1360, 
80 USPQ2d 1641, 1645 (Fed. Cir. 2006). If any of 
these findings cannot be made, then this rationale can- 
not be used to support a conclusion that the claim 
would have been obvious to one of ordinary skill in 
the art. 

The Courts have made clear that the teaching, sug- 
gestion, or motivation test is flexible and an explicit 
suggestion to combine the prior art is not necessary. 
The motivation to combine may be implicit and may 
be found in the knowledge of one of ordinary skill in 
the art, or, in some cases, from the nature of the prob- 
lem to be solved. Id, at 1366, 80 USP02d at 1649. 
"[A]n implicit motivation to combine exists not only 
when a suggestion may be gleaned from the prior art 
as a whole, but when the Improvement' is technol- 
ogy-independent and the combination of references 
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results in a product or process that is more desirable, 
for example because it is stronger, cheaper, cleaner, 
faster, lighter, smaller, more durable, or more effi- 
cient. Because the desire to enhance commercial 
opportunities by improving a product or process is 
universal-and even common-sensical-we have held 
that there exists in these situations a motivation to 
combine prior art references even absent any hint of 
suggestion in the references themselves. In such situa- 
tions, the proper question is whether the ordinary arti- 
san possesses knowledge and skills rendering him 
capable of combining the prior art references." Id, at 
1368, 80 USPQ2d at 1651.< 

2143.01 Suggestion or Motivation To 
Modify the References [R-6] 

I *PRIOR ART **>SUGGESTION OF< THE 
DESIRABILITY OF THE CLAIMED IN- 
VENTION 

Obviousness can * be established by combining or 
modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, sug- 
gestion, or motivation to do so. In re Kahn, 441 F.3d 
977, 986, 78 USPQ2d 1329, 1335 (Fed. Cir. 2006) 
(discussing rationale underlying the motivation-sug- 
gestion-teaching *>test< as a guard against using 
hindsight in an obviousness analysis). ** 

In In re Fulton, 391 F.3d 1 195, 73 USPQ2d 1141 
(Fed. Cir. 2004), the claims of a utility patent applica- 
tion were directed to a shoe sole with increased trac- 
tion having hexagonal projections in a "facing 
orientation/' 391 R3d at 1196-97, 73 USPQ2d at 
1142. The Board combined a design patent having 
hexagonal projections in a facing orientation with a 
utility patent having other limitations of the indepen- 
dent claim. 391 F.3d at 1199, 73 USPQ2d at 1144. 
Applicant argued that the combination was improper 
because (1) the prior art did not suggest having the 
hexagonal projections in a facing (as opposed to a 
"pointing") orientation was the "most desirable" con- 
figuration for the projections, and (2) the prior art 
'taught away" by showing desirability of the "point- 
ing orientation." 391 F.3d at 1200-01, 73 USPQ2d at 
1145-46. The court stated that "the prior art's mere 
disclosure of more than one alternative does not con- 
stitute a teaching away from any of these alternatives 


because such disclosure does not criticize, discredit, 
or otherwise discourage the solution claimed...." Id, 
♦♦In affirming the Board's obviousness rejection, the 
court held that the prior art as a whole suggested the 
desirability of the combination of shoe sole limita- 
tions claimed, thus providing a motivation to com- 
bine, which need not be supported by a finding that 
the prior art suggested that the combination claimed 
by the applicant was the preferred, or most desirable 
combination over the other alternatives. Id. 

In Ruiz V. A.B. Chance Co., 351 F.3d 1270, 
69 USP02d 1686 (Fed. Cir. 2004), the patent claimed 
underpinning a slumping building foundation using a 
screw anchor attached to the foundation by a metal 
bracket. One prior art reference taught a screw anchor 
with a concrete bracket, and a second prior art refer- 
ence disclosed a pier anchor with a metal bracket. The 
court found motivation to combine the references to 
arrive at the claimed invention in the "nature of the 
problem to be solved" because each reference was 
directed "to precisely the same problem of underpin- 
ning slumping foundations." Id. at 1276, 69 USPQ2d 
at 1690. The court also rejected the notion that "an 
express written motivation to combine must appear in 
prior art references...." Id at 1276, 69 USPQ2d at 
1690. 

II. WHERE THE TEACHINGS OF THE PRI- 
OR ART CONFLICT, THE EXAMINER 
MUST WEIGH THE SUGGESTIVE POW- 
ER OF EACH REFERENCE 

The test for obviousness is what the combined 
teachings of the references would have suggested to 
one of ordinary skill in the art, and all teachings in the 
prior art must be considered to the extent that they are 
in analogous arts. Where the teachings of two or more 
prior art references conflict, the examiner must weigh 
the power of each reference to suggest solutions to 
one of ordinary skill in the art, considering the degree 
to which one reference might accurately discredit 
another. In re Young, 927 F.2d 588, 18 USPQ2d 1089 
(Fed. Cir. 1991) (Prior art patent to Carlisle disclosed 
controlling and minimizing bubble oscillation for 
chemical explosives used in marine seismic explora- 
tion by spacing seismic sources close enough to allow 
the bubbles to intersect before reaching their maxi- 
mum radius so the secondary pressure pulse was 
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